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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 19 March 2004 . 
2a)^ This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) El Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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4) □ Interview Summary (PTO-413) 
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5) □ Notice of Informal Patent Application (PTO-152) 
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Detailed Action 



1. 



Claims 1-19 are presented for examination. This Office Action is in response to the 



Amendment filed 3/19/04. 



Claim Rejections - 35 USC § 103 



2. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-19 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Applicant's 
Admitted Prior Art. 

A) These claims describe a method for selecting a disk to replace another disk in a 
system by selecting the disk that matches the system characteristics and/or only 
displaying to the user disks that match the system characteristics (i.e. "are valid for the 
operation"). The steps described by these claims would normally be performed by the 
user and is described by AAPA (see Pages 1-4 of the present invention). As described by 
AAPA the user would obtain a set of system characteristics, obtain a plurality of disk 
characteristics, compare the two, and select a disk which matches the system 
characteristics. The user knows that only certain disk can be selected because others 
would be outside the system characteristics (see Pages 3-4 of the present invention). For 
example, as described at the top of page 3 if a 520 BPS disk was being replace and the 



Application/Control Number: 10/027,909 



Art Unit: 2188 



Page 3 



pool of available disks include a number of 512 BPS disks, these disks would be not be 

valid and would not be selected. Normally these steps would be performed by a user, the 

claimed invention performs these steps by a computer program. It would appear then that 

the invention is automating steps normally performed by a user, which is obvious: 

"merely using a computer to automate a known process does not by itself impart 
nonobviousness to the invention. See Dann v. Johnston, 425 U.S. 219, 227-30, 189 
USPQ 257, 261 (1976); In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 
1958)" (MPEP § 2106 'VI. DETERMINE WHETHER THE CLAIMED 
INVENTION COMPLIES WITH 35 U.S.C. 102 AND 103') 

The use of a GUI in for displaying the selection is already described by AAPA (see P 
3 Paragraph 3). 

Response to Arguments 

Applicant's arguments filed 3/19/04 have been fully considered but they are not persuasive. 

Applicant argues that "selecting, by said processor, disks whose disk characteristics match 

the system characteristics and displaying the selected disks in a GUI is not a step performed in 

the description in the AAPA". The displaying and use of a GUI screen is taught by AAPA, this 

is described on page 3 of the present application. As described by AAPA, 'selecting disks whose 

disk characteristics match the system characteristics' was a step performed by the user. The use 

of a processor in making this selection is merely automating the step that was performed by the 

user. This is deemed obvious in view of AAPA. Applicant's attention is directed to MPEP § 

2106 Section VI which states: 

VI. DETERMINE WHETHER THE CLAIMED INVENTION COMPLIES WITH 35 U.S.C. 102 
AND 103 
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As is the case for inventions in any field of technology, assessment of a claimed computer-related invention 
for compliance with 35 U.S.C. 102 and 103 begins with a comparison of the claimed subject matter to what 
is known in the prior art. If no differences are found between the claimed invention and the prior art, the 
claimed invention lacks novelty and is to be rejected by Office personnel under 35 U.S.C. 102. Once 
distinctions are identified between the claimed invention and the prior art, those distinctions must be 
assessed and resolved in light of the knowledge possessed by a person of ordinary skill in the art. Against 
this backdrop, one must determine whether the invention would have been obvious at the time the invention 
was made. If not, the claimed invention satisfies 35 U.S.C. 103. Factors and considerations dictated by law 
governing 35 U.S.C. 103 apply without modification to computer-related inventions. Moreover, merely 
using a computer to automate a known process does not by itself impart nonobviousness to the invention. 
See Dann v. Johnston, 425 U.S. 219, 227-30, 189 USPQ 257, 261 (1976); In re Venner, 262 F.2d 91, 95, 
120 USPQ 193, 194 (CCPA 1958). 



6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

7. A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kevin L. Ellis whose telephone number is 703-305-9659. The examiner 
can normally be reached on weekdays from weekdays from 6:00AM-2:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Mano Padmanabhan can be reached on 703-306-2903. The fax phone numbers for the 
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Application/Control Number: 10/027,909 
Art Unit: 2188 



Page 5 



organization where this application or proceeding is assigned are (703) 872-9306 for regular 
communications and (703) 872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 

Kevin L. Ellis 
Primary Examiner 
May 26, 2004 



